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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)S Responsive to communication(s) filed on 06 November 2006 . 
2a)D This action is FINAL. 2b)[>3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^3 Claim(s) 1-20 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) M Claim(s) 1-20 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 20 December 2001 is/are: a)E3 accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 



3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 . Applicant's request for reconsideration of the finality of the rejection of the last 
Office action is persuasive and, therefore, the finality of that action is withdrawn. 
Applicant's arguments for improper abandonment and re-instatement has been 
considered and granted. 

2. Applicant's arguments and amendments have been fully and carefully 
considered. The instant examiner regrets to inform applicant that although Examiner 
Wachtel discussed allowable subject matter with applicant in a telephone interview of 
March 22, 2006, the examiner made no record of that communication and the examiner 
has no Signatory Authority to make such an agreement without consulting SPE Glenn 
Caldarola. The instant examiner fully acknowledges that applicant has discussed the 
interview in the remarks and argument section but without an interview summary by the 
examiner it is very difficult to ascertain what the examiner's position was especially in 
light of the fact the examiner erroneously abandoned this case. The examiner 
acknowledges that the application has been revived and applicant will receive a new 
first office action, the finality of the office action is withdrawn. Applicant has received 
"fresh eyes" examining the application. The examiner has fully and carefully considered 
the art rejections made by the previous examiner as well as conducting a new search 
and considering applicant's remarks and arguments presented throughout prosecution. 

3. Action on the merits of claims 1 -20 follows: 

4. Claims 1 and 18 rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
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applicant regards as the invention. Claims 1 and 18 are rejected under 35 U.S.C. 112, 
second paragraph, as being incomplete for omitting essential structural cooperative 
relationships of elements, such omission amounting to a gap between the necessary 
structural connections. See MPEP § 2172.01 . The omitted structural cooperative 
relationships are: operative connectiveness between the elements for example in Claim 
1 , applicant should recite. A vessel; a feed supply containing sulfur containing 
hydrocarbons; disposed within said vessel includes a prewash section in a lower portion 
of said vessel for converting hydrogen sulfide to sodium sulfate; a hydro carbon feed 
conduit having an inlet in communication with said prewash section; an extractor section 
for converting mercaptans to mercaptides, said extractor section being disposed direct 
above said prewash section within said vessel; a hydrocarbon product conduit with an 
outlet in communication with said extractor section; and a conduit having an outlet in 
communication with the prewash section and an inlet in communication with the 
extractor section. Similarly in claim 18, applicant is encouraged to include a vessel the 
relative positioning within the vessel for the extractor section; structure for facilitating 
contact between the alkali and hydrocarbon, feed supply of sulfur containing 
hydrocarbons, supply for the alkali and operative connectiveness between the extractor 
and mesh coalescer. 

5. Claims 2-10 and 19-20 are objected as being dependent upon a rejected base 
claim. 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 1 48 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

8. Claims 1 , 5 and 6 remain rejected under 35 U.S.C. 103(a) as being unpatentable 
over Brower USP 2,228,028. 

The previous examiner indicated in the previous office action that the device of Brower 
includes a extractor (2) which can broadly be interpreted to read on a prewash, and 
extractor (1 8) which can function to convert other sulfur containing compounds or can 
convert mercaptans to mercaptides. It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to position the extractor (2) below 
extractor (18) based on using routine engineering practice for the positioning of the 
extractor and prewash sections. 

9. Claims 2, 7, 8 10, 18-20 remain rejected under 35 U.S.C. 103(a) as being 
unpatentable over Brower in combination with Bravo 6,824,750 for reason set forth in 
the office action of 12/28,2005 and telephonic communication of March 22, 2006. 

As stated above, Brower teaches an apparatus including two extractor sections. 
Brower does not teach that the extractor section includes a coalescer on top thereof. In 
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order to correct the deficiency of Brower, the examiner cites Bravo, which teaches a 
coalescer disposed at the top of a liquid-liquid separation column comprising structural 
packing. The examiner acknowledges that applicant has amended the structural 
packing to specifically recite a mesh coalescer. The examiner apparently argued in the 
interview of March 22, 2006, that it would have been obvious to one having ordinary skill 
in the art to provide the relative positioning of the two extractors of Brower to the 
configuration as described by applicant based on routine well established engineering 
principles and that to include a mesh coalescer where a coalescer including structural 
packings would broadly read on any type of structural packings including a mesh 
packing absent criticality in showing and to using one structural packing for its known 
intended function would have been obvious to one having ordinary skill in the art. 
1 0. Applicant has argued that Brower USP 2,228,028 is not an anticipatory reference 
and further does not support an obviousness rejection which was argued in the March 
22, 2006 interview not made of record by the previous examiner, the instant examiner 
has looked at the Brower patent and sees that the extractor 2 can be construed to be a 
prewash vessel, and applicant argues that the extraction taking place in Brower is 
primarily removing thiophenols only, and would not read on a prewash section for 
converting hydrogen sulfide to sodium sulfide, applicant is reminded that the claims are 
directed to an apparatus for these arguments to be persuasive, the applicant has to 
claim what type of reaction takes place, in apparatus claim it is immaterial to the 
apparatus as to what type of reaction is taking place only that it is capable of conducting 
the reaction. Therefore, in order to effectively argue the difference applicant must argue 
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the structural differences as opposed to the process conditions. For these reasons, it is 
the position of the instant examiner that applicant must show where the extractor and 
prewash sections are positioned within a vessel so as to preclude the examiner citing 
references where prewashing takes place in one vessel and then flowed to another and 
separate vessel where extraction may take place. Applicant has argued that "disposed 
directly above the prewash section" differs from Brower et al. however, for this to be true 
the elements have to be within the same vessel, which was not claimed. With respect 
to applicant's arguments regarding claims 18-20 applicant's arguments have been 
presented as if applicant were claiming a process not an apparatus. Specifically 
applicant has argued that the mesh coalescer permits no more than 1 ppm of alkali from 
exiting from the extractor section, this is permissible argument when drafting a process 



claim, however, applicant show and claim differences between the coalescer of wave 
structural packing by claiming the volume or the mesh size, etc. For reasons delineated 
and will be re-iterated, applicant has to show structural differences between the 
apparatus of the instant invention and that of the prior art. Applicant has argued 
process limitations and functions. 

1 1 . The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim (s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
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F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1 994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

1 2. Claims 11-17 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-20 of U.S. Patent No. 6,749,741 . 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other because both the instant invention and that of the 741 claim a process for 
extracting sulfur compounds from a hydrocarbon stream which includes a prewash 
section for converting hydrogen sulfide to sodium sulfide followed by reaction with an 
alkali such as a caustic solution communication with an extractor section disposed 
above the pre-wash section which converts mercaptans to mercaptides. The difference 
between the instant process claims and that of the 741 process claims is that in the 
741 claims applicant recites a recirculating and regenerating step which is not a 
precluded step because of the "comprising" language used in both the instant 
application and that of the patent which opens the claims up to the inclusion of a step 
plus function and to include recycle and regenerations would have been obvious to one 
having ordinary skill in the art in order to improve overall performance of the system and 
the process by minimizing equipment and costs. 

13. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Cash et al. teach a hydrocracking process to maximize diesel 
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with improved aromatic saturation. Kunesh teach hydrocracking and hydrotreating 
shale oil in multiple catalytic reactors. Moran teaches a process, which is applicable to 
the treatment of spent caustic solutions, obtained by scrubbing a hydrocarbon process 
stream contaminated with sulfur compounds. Pittman et al. teach a process for 
producing very low sulfur content hydrocarbon streams by contacting a hydrocarbon 
feed stream with an aqueous alkaline treatment system. Rappas '940 and Rappas et 
al. '616 teach a process for remove organic sulfur from hydrocarbon fuels. Lee et al. 
teach a process of removing sulfur compounds from gasoline. 

1 4. The instant examiner is concerned about the prosecution history of this case 
especially in light of the previous examiner's lack of interview summary of March 22, 
2006. As stated above, the examiner appreciates applicant for making reference to the 
interview and thanks applicant for doing their part. For the sake of the prosecution 
history, the examiner felt compelled to complete the record, and to quickly advance 
prosecution by presenting the rejections alluded to in the telephonic Interview of March 
22, 2006 to to make put these rejections to paper so that the record is clear. The 
examiner believes that with some amendments to the claims as described above and 
with a timely filed and properly executed Terminal Disclaimer, the case can be moved 
forward to allowance on the merits. 

1 5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to N. Bhat whose telephone number is 571-272-1397. The 
examiner can normally be reached on Monday-Friday, 9:30AM-6:00PM. 

c 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glenn Caldarola can be reached on 571-272-1444. The fax phone number 
for the organization where this application or proceeding is assigned is 571 -273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. ^ 




N. Bhat 

Primary Examiner 
Art Unit 1 764 



